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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

3. Claims 1-2, 5-8, 10-12, 15-16, 21-23 and 30-31 rejected under 35 U.S.C. 103(a) 
as being unpatentable over U.S. Patent No. 6,506,476 to Kaule et. al. ("Kaule") in view 
of U.S. Patent No. 4,455,039 to Weitzen et. al. ("Weitzen"). 

Regarding claim 1, Kaule discloses a value document, comprising a value 
document substrate (label 2) and a first feature substance (luminescent substance 6) for 
enabling checking of the authenticity of the value document, the first feature substance 
being incorporated into the volume of the substrate of the value document (see fig. 3), 
but fails to disclose a second feature substance. 



Application/Control Number: 10/575,079 Page 3 

Art Unit: 3725 

Weitzen teaches the concept of providing a value document with a second 
feature substance (coating in the form of bands 3, 4 and 5) that is formed by a 
luminescent substance which is provided on the value document substrate (see col. 1 , 
lines 31-35) in the form of a coding (see col. 1, lines 37-38), said coding also enabling 
value recognition of the document (see col. 3, lines 58-61). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to place the Weitzen coating upon the Kaule value document as desired 
during its production, in order to render the document more difficult to counterfeit, as 
explicitly taught by Weitzen (see col. 1 , lines 31-33). 

Regarding claim 2, Kaule in view of Weitzen discloses the value document 
according to claim 1 , wherein the first feature substance is distributed substantially 
uniformly within the volume of the value document substrate (see Kaule fig. 3). 

Regarding claim 5, Kaule in view of Weitzen discloses the value document 
according to claim 1 , wherein at least one of the feature substances is formed on the 
basis of a host lattice doped with rare earth elements (see Kaule col. 1 , lines 5-8). 

Regarding claim 6, Kaule in view of Weitzen discloses the value document 
according to claim 1 , wherein the coding extends over a predominant part of a surface 
of the value document (see Weitzen fig. 1 ). 

Regarding claim 7, Kaule in view of Weitzen discloses the value document 
according to claim 1 , wherein the coding is a bar code (see Weitzen col. 1 , lines 37-38). 

Regarding claim 8, Kaule in view of Weitzen discloses the value document 
according to claim 1, wherein the first feature substance is present in coded form (note 
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that the presence of Kaule luminescent particles indicates a legitimate document, 
whereas the lack of such particles indicates a counterfeit), and the coding of the first 
feature substance lies in the material properties of the first feature substance (note that 
the coding of the Kaule feature substance lies in its luminescence). 

Regarding claim 10, Kaule in view of Weitzen discloses the value document 
according to claim 1 , wherein the value document substrate comprises a printed or 
unprinted plastic film (see Kaule col. 3, lines 19-22). 

Regarding claim 1 1 , Kaule in view of Weitzen discloses the value document 
according to claim 1 , wherein the second feature substance is printed on the value 
document substrate (see Weitzen col. 1, lines 331-35). 

Regarding claim 12, Kaule in view of Weitzen discloses the value document 
according to claim 1 , wherein the substrate is paper formed from a moist paper web 
during its production (note that the use of a paper substrate would require that it be in 
the form of a moist paper web during its production), and the second feature substance 
is applied to the moist paper web in the form of the coding during papermaking (see the 
combination set forth in the rejection of claim 1 , above). 

Regarding claim 15, Kaule as modified by Weitzen (in the manner set forth in the 
rejection of claim 1 , above) discloses a method for producing a value document 
according to claim 1 , comprising the steps: i) incorporating the first feature substance 
into the volume of the value document substrate (see Kaule fig. 3); and ii) applying the 
second feature substance to the value document substrate (see Weitzen fig. 1 ) in the 
form of a coding (see Weitzen col. 1 , lines 37-38). 
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Regarding claim 16, Kaule as modified by Weitzen (in the manner set forth in the 
rejection of claim 1, above) discloses the production method according to claim 15, 
wherein the second feature substance is printed on the value document substrate (see 
Weitzen col. 1, lines 331-35). 

Regarding claim 21 , Kaule as modified by Weitzen (in the manner set forth in the 
rejection of claim 1 , above) discloses a method for checking or processing a value 
document according to claim 1 , comprising the steps: i) checking the authenticity and 
value of the value document by checking the authenticity of the value document by 
using at least one characteristic property of either or both the first feature substance and 
the luminescent substance (note that the presence of Kaule luminescent particles 
indicates a legitimate document, whereas the lack of such particles indicates a 
counterfeit) and using the coding forming by the luminescent substance for carrying out 
value recognition of the value document (note that the absence of luminescent particles 
indicates an absolute lack of value). 

Regarding claim 22, Kaule as modified by Weitzen (in the manner set forth in the 
rejection of claim 1 , above) discloses the method according to claim 21 , wherein at least 
one characteristic property of the first feature substance is used for checking the 
authenticity of the value document (note that the presence of Kaule luminescent 
particles indicates a legitimate document, whereas the lack of such particles indicates a 
counterfeit), and the coding formed by the first feature substance is used for the value 
recognition of the value document (note that the absence of luminescent particles 
indicates an absolute lack of value), by a user of the first user group. 
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Regarding claim 23, Kaule as modified by Weitzen (in the manner set forth in the 
rejection of claim 1 , above) discloses the method according to claim 22, wherein at least 
one characteristic property of the luminescent substance is used for checking the 
authenticity of the value document (note that the presence of Kaule luminescent 
particles indicates a legitimate document, whereas the lack of such particles indicates a 
counterfeit), and the coding formed by the luminescent substance is used for the value 
recognition of the value document (note that the absence of Kaule luminescent particles 
indicates an absolute lack of value), by a user of a second user group. 

Regarding claim 30, Kaule in view of Weitzen discloses the value document 
according to claim 6, wherein the coding extends over substantially the total surface of 
the value document (see Weitzen fig. 1 ). 

Regarding claim 31 , Kaule in view of Weitzen discloses the value document 
according to claim 8, wherein the material properties comprise at least one of the 
emission and excitation spectra of the first feature substance (see Kaule col. 1, lines 19- 
23). 

4. Claims 3-4, 13-14, 18-20, 25-29 and 32-34 rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kaule in view of Weitzen and further in view of U.S. Patent No. 
6,491 ,324 to Schmitz et. al. ("Schmitz"). 

Regarding claim 3, Kaule in view of Weitzen discloses the value document 
according to claim 1 , but fails to disclose a third feature substance. 
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Schmitz teaches the concept of providing a third feature substance (magnetic 
layer 5) provided on a value document substrate (see fig. 2), which is different from the 
first and second feature substances (inherent). 

It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to include the Schmitz magnetic layer within the value document of Kaule 
in view of Weitzen in order to provide security threads for the document, as explicitly 
taught by Schmitz (see col. 2, lines 16-17). 

Regarding claim 4, Kaule in view of Weitzen and further in view of Schmitz 
discloses the value document according to claim 3, wherein at least one of the first and 
third feature substances is formed by at least one of a luminescent substance and a 
mixture of luminescent substances (Kaule luminescent substance 6). 

Regarding claim 1 3, Kaule in view of Weitzen and further in view of Schmitz 
discloses the value document according to claim 3, wherein the third feature substance 
is provided on the value document substrate in the form of a coding (see Schmitz col. 2, 
lines 44-52). 

Regarding claim 14, Kaule in view of Weitzen and further in view of Schmitz 
discloses the value document according to claim 1, wherein the third feature substance 
is printed on the value document substrate together with a printing ink in the form of a 
printed image (see Schmitz col. 2, lines 44-52). 

Regarding claim 18, Kaule in view of Weitzen and further in view of Schmitz 
discloses the production method according to claim 15, wherein a third feature 
substance is applied to the value document substrate (see Schmitz col. 2, lines 44-52). 
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Regarding claim 1 9, Kaule in view of Weitzen and further in view of Schmitz 
discloses the production method according to claim 18, wherein the second and third 
feature substances are applied to the value document substrate as a mixture (see the 
combination set forth in the rejection of claim 3, above; note that when the second and 
third feature substances are laid on top of one another, the net result will be a mixture of 
the two). 

Regarding claim 20, Kaule in view of Weitzen and further in view of Schmitz 
discloses the production method according to claim 18, wherein the third feature 
substance is printed on the value document substrate together with a printing ink in the 
form of a printed image (see Schmitz col. 2, lines 44-52). 

Regarding claim 24, Kaule in view of Weitzen and further modified by Schmitz (in 
the manner set forth in the rejection of claim 3, above) discloses the method according 
to claim 23, wherein at least one characteristic property of at least one of the first and a 
third feature substance that is different from the first and second feature substance is 
used for checking the authenticity of the value document (note that the presence of 
Kaule luminescent particles confirms authenticity), and a coding formed by the first 
feature substance is used for the value recognition of the value document, if the user 
belongs to the first user group (note that the absence of Kaule luminescent particles 
indicates an absolute lack of value), and at least one characteristic property of the 
second feature substance is used for checking the authenticity of the value document 
(note that an absence of the Weitzen coding indicates a counterfeited article), and the 
coding formed by the second feature substance is used for the value recognition of the 
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value document, if the user belongs to the second user group (see Weitzen col. 3, lines 
58-61). 

Regarding claim 25, Kaule in view of Weitzen and further modified by Schmitz (in 
the manner set forth in the rejection of claim 3, above) discloses the method according 
to claim 24 wherein the first feature substance is a luminescent substance (Kaule 
luminescent substance 6), and for the authenticity check or value recognition by a user 
of the first user group, the first feature substance is irradiated with radiation from its 
excitation range (see Kaule col. 5, lines 35-39), the emission is determined at at least 
one wavelength from the emission range of the first feature substance (note that in 
Kaule fig. 1 , the wavelengths of a variety of luminescent materials are provided, each 
wavelength being far less than 10 micrometers; note further that in order to properly 
inspect the value document, a user will naturally hold the document at a distance of 
greater than 10 micrometers away from his/her eyes), and the check of at least one of 
authenticity and the value recognition is carried out on the basis of the determined 
emission (note that the presence of luminescent particles confirms authenticity). 

Regarding claim 26, Kaule in view of Weitzen and further modified by Schmitz (in 
the manner set forth in the rejection of claim 3, above) discloses the method according 
to claim 25, wherein the second feature substance is luminescent substance (see 
Weitzen fig. 1 ), for the authenticity check or value recognition by a user of the second 
user group the second feature substance is irradiated with radiation from its excitation 
range, the emission is determined at at least one wavelength from the emission range 
of the second feature substance, and the check of at least one of authenticity and the 
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value recognition is carried out on the basis of the determined emission (note that in 
Kaule fig. 1 , the wavelengths of a variety of luminescent materials are provided, each 
wavelength being far less than 10 micrometers; note further that in order to properly 
inspect the value document, a user will naturally hold the document at a distance of 
greater than 10 micrometers away from his/her eyes); also see Weitzen col. 3, lines 58- 
61). 

Regarding claim 27, Kaule in view of Weitzen and further modified by Schmitz (in 
the manner set forth in the rejection of claim 3, above) discloses the method according 
to claim 26, wherein at least one of the first and second feature substances is irradiated 
with at least one of visible and infrared radiation, and the emission of the irradiated 
feature substance is determined in the infrared spectral range (see Kaule col. 1, lines 
15-18). 

Regarding claim 28, Kaule in view of Weitzen and further modified by Schmitz (in 
the manner set forth in the rejection of claim 3, above) discloses the method according 
to claim 25, wherein the irradiation is performed with a light-emitting diode or laser diode 
(see Kaule col. 5, lines 35-39, specifying that various light sources such as halogen 
lamps may be used; note that per the Meriam-Webster dictionary, a "diode" is "an 
electronic device that has two terminals"; note further that a halogen lamp is an 
electronic device that has two terminals; note further that halogen lamps emit light; 
accordingly, the halogen lamps taught by Kaule are "light-emitting diodes"). 



Application/Control Number: 10/575,079 Page 1 1 

Art Unit: 3725 

Regarding claim 29, Kaule in view of Weitzen and further in view of Schmitz 
discloses the value document according to claim 3, wherein the third feature substance 
is provided as a printing (see Schmitz col. 8, lines 34-36). 

Regarding claim 32, Kaule in view of Weitzen and further in view of Schmitz 
discloses the value document according to claim 13, wherein the third feature 
substance is provided as a printing (see Schmitz col. 8, lines 34-36). 

Regarding claim 33, Kaule in view of Weitzen and further in view of Schmitz 
discloses the production method according to claim 18, wherein the third feature 
substance is applied by printing (see Schmitz col. 8, lines 34-36). 

Regarding claim 34, Kaule in view of Weitzen and further in view of Schmitz 
discloses the production method according to claim 19, wherein the third feature 
substance is applied to the value document substrate as a separate substance (see 
Schmitz col. 8, lines 34-36). 

5. Claims 9 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kaule in view of Weitzen and further in view of U.S. Patent Application Publication No. 
2004/0084277 to Blair ("Blair"). 

Regarding claim 9, Kaule in view of Weitzen discloses the value document 
according to claim 1 , but fails to disclose the value document substrate comprising a 
printed or unprinted cotton paper. 

Blair teaches the concept of providing a value document substrate comprising a 
printed or unprinted cotton paper (see paragraph 6, lines 6-7). 
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It would have been obvious to a person of ordinary skill in the art at the time of 
the invention to use the Blair cotton pulp in order to make the document of value of 
Kaule in view of Weitzen, in order to give it better durability than commercial papers and 
a distinctive feel, as explicitly taught by Blair (see paragraph 6, lines 7-9). 

Regarding claim 1 7, Kaule in view of Weitzen and further in view of Blair 
discloses the production method according to claim 15, wherein the value document 
substrate is formed by a printed or unprinted cotton paper formed from a moist paper 
web during its production (note that the use of the Blair cotton pulp requires that the 
value document consist of a moist paper web at some point during production), and the 
second feature substance is sprayed onto the moist paper web during papermaking 
(see the combination set forth in the rejection of claim 9, above, wherein the Blair cotton 
paper is used as the substrate onto which the Kaule and Weitzen elements are applied. 

Response to Arguments 
6. Applicant's arguments with respect to claims 1-34 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN V. LEWIS whose telephone number is 
(571)270-5052. The examiner can normally be reached on M-F 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dana Ross can be reached on (571) 272-4480. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Dana Ross/ 

Supervisory Patent Examiner, Art Unit 3725 
/JVL/ 



